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Remarks 

Claims 1-27 were originally filed with this application. In the present response, claims 1, 
11,12, 21, 22, and 27 have been amended, and claim 20 has been canceled. No new matter has 
been added by the amendments presented herein. Reconsideration of the present application in 
view of the above amendments and following remarks is respectfully requested. 

Specification 

Applicant has amended paragraph [0017] to correct an inadvertent error that remained 
unnoticed until the present response was being prepared. In particular, Applicant has corrected 
the concentration of commercially available hydrobromic acid from 48% or 62% by volume to 
48% or 62% by weight. To support the amendment, Applicant has enclosed page 1 139 from the 
2005-2006 Adrich catalog, which provides a product (highlighted) that is 48 % by weight 
hydrobromic acid in water. Furthermore, Applicant submits that one of ordinary skill in the 
chemical arts would know that standard hydrobromic acid is sold in an aqueous solution, and its 
concentration is based on its percentage by weight, not volume. 

In the outstanding Action, the Examiner required that the status of copending applications 
be updated in the specification. The Examiner noted that neither of the cited applications has 
actually issued. Accordingly, Applicant has amended the CROSS-REFERENCE TO RELATED 
APPLICATIONS section of the specification by deleting the portion referring to the patent 
number and issue date for copending patent application Serial No. 10/342,475, filed January 16, 
2003 and by adding the serial number and filing date for the copending patent application 
entitled "BROMINATION OF HYDROXYAROMATIC COMPOUNDS". Paragraph [0018] 
was also amended to include the serial number and filing date for the copending application 
discussed therein. The attorney docket numbers have also been deleted from the CROSS- 
REFERENCE TO RELATED APPLICATIONS section and from paragraph [0018] of the 
specification. 
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Rejection Under 35 U.S.C. S 1 12, Second Paragraph 
Claim 20 and its dependent claim 21 were rejected under 35 U.S.C. § 1 12, second 
paragraph for being indefinite. It is the Examiner's opinion that the term "organic solvent" 
recited in claim 20 is ambiguous because "water" is included in the list of solvents recited in 
dependent claim 21, and water is not considered to be organic. As discussed below with respect 
to the prior art claim rejections, Applicant has canceled claim 20, which previously depended 
from claim 1, and has included the solvent limitation recited therein into claim 1. To overcome 
the § 1 12 rejection, amended claim 1 recites a "polar solvent" without including the word 
"organic". Support for the amendment to claim 1 comes from canceled claim 20, as well as from 
paragraph [0016] of the specification, which states that polar solvents may also be present in the 
reaction mixture. In addition, claim 21, which provides a list of polar solvents, has been 
amended to depend from claim 1. 

Claim 22, which previously depended from claim 20, now canceled, has also been 
amended to be dependent from claim 1 . In amended claim 22, Applicant has added the term 
"polar" before "solvent". Support for this amendment is found in paragraph [0016], which lists 
acetic acid as a polar solvent. 

Claim 1 1 and its dependent claim 12 were also rejected under 35 U.S.C. § 1 12, second 
paragraph for being indefinite. It is the Examiner's opinion that the term "anhydrous" recited in 
claim 1 1 is ambiguous because claim 12 indicates that water is also present in the reaction 
mixture. To clarify the meaning of the claim and overcome the rejection, Applicant has 
amended claim 12 to recite that water is added to the anhydrous acidic medium recited in claim 
1 1 . Support for the amendment comes from paragraph [0023], which states that water may be 
added to the reaction mixture when the reaction is run under anhydrous conditions. For further 
clarification, Applicant has amended claim 1 1 to include the word "acidic" before "medium." 
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Based on the amendments discussed above, the rejection of claim 20 under 35 U.S.C. § 
1 12, second paragraph is now moot, and the § 1 12 rejections of claims 11,12, and 21 have been 
overcome. 

Rejections Under 35 U.S.C. 102(b) and 103(a) 

Claims 1, 2, 4-6, 1 1-20, 23, 26 and 27 were rejected under 35 U.S.C. § 102(b) as being 
anticipated by Neumann, 1 Chem. Soc. Chem Comm. 1285-87 (1988). It is the Examiner's 
opinion that the reference teaches the process for preparing a brominated hydroxyaromatic 
compound recited in Applicant's claims. 

Claims 1, 2, 4-6, 1 1-20, 23, 26 and 27 were also rejected under 35 U.S.C. § 103(a) as 
being obvious over Neumann. It is the Examiner's opinion that the use of other reactants not 
exemplified in the reference, as well as optimal reaction conditions, would be obvious to one of 
ordinary skill in the art. 

To overcome the rejections, Applicant has amended independent claims 1 and 27 to 
require that the reaction mixture must also include a polar solvent. Support for the amendment 
comes from canceled claim 20 and paragraph [0016], which states that a polar solvent may also 
be present. This added limitation is neither taught nor suggested by Neumann. 

In contrast, Neumann teaches away from Applicant's method, as recited in amended 
claims 1 and 27 by expressly requiring that the solvent be nonpolar. In particular, the abstract of 
the Neumann article states that "[selective bromination of phenol and its deriviatives . . . have 
been achieved by oxybromination . . . catalysed by . . . H5PM010V2O40, which is dissolved in a 
nonpolar chlorohydrocarbon solvent ..." (italics added). In addition, on page 1286 of the 
article, Neumann states at the bottom of the first column (before Table 1) and the top of the 
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second column that "PMoV-2 in its acidic form is dissolved in nonpolar solvents, such as 1,2- 
dichloroethane." Furthermore, 1,2-dichloroethane is used as the solvent in the examples found in 
the journal article (see Tables 1 and 2, as well as the text). 

Therefore, because the oxybromination process recited in Applicant's amended claims 1 
and 27 requires that the reaction be conducted in a polar solvent, and because Neumann's 
reaction mixture requires a nonpolar chlorohydrocarbon solvent, Applicant's claims 1 and 27 can 
neither be anticipated by nor obvious over Neumann. 

Likewise, claims 2, 4-6, 1 1-19, 23, and 26, which directly or indirectly depend from 
claim 1 and also require a polar solvent in the recited process, are also patentable over Neumann. 

Non-Statutory Double Patenting 
Claims 1-6, 1 1, 13-23, 25, and 26 were provisionally rejected under the judicially-created 
doctrine of double patenting over claims 1-8 and 12-23 of copending Application Serial No. 
10/650,566. In response to this rejection, Applicant submits herewith a Terminal Disclaimer to 
obviate the provisional double patenting rejection over the aforementioned copending application 
and fee therefore in compliance with 37 C.F.R. §§1.32 1(b) and (c). However, if additional fees 
are required for the filing of the present Terminal Disclaimer, the Commissioner is hereby 
authorized to charge those fees to Deposit Account No. 08-1935. 

Allowable Subject Matter 
Claims 7-10 and 24, which directly or indirectly depend from claim 1, were objected to 
as being dependent upon a rejected claim base. Applicant submits that the provisional Terminal 
Disclaimer submitted herewith, as well as the amendment to claim 1, overcomes the rejection of 
claim 1. Therefore, there is no need to rewrite claims 7-10 and 24 into independent form, and 
claims 7-10 and 24 are therefore in condition for allowance as originally presented. 
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There being no further outstanding issues, Applicant submits that claims 1-19 and 21-27 
are now in condition for allowance, and Applicant respectfully requests the same. However, if 
the Examiner has any questions or further comments regarding the pending claims, he is invited 
to contact Applicant's representative at the number below. 



Dated: September 21, 2005 

Heslin Rothenberg Farley & Mesiti P.C. 

5 Columbia Circle 

Albany, New York 12203-5160 

Telephone: (518)452-5600 

Facsimile: (518)452-5579 
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Respectfully submitted, 




Manha L. Boden 
Attorney for Applicant 
Reg. No. 39,115 
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